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1 . The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 1 and 3-17 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

A. The instant claims recite "succinamate" though the description of these 
"succinamates" includes things where the hydrogens of the carbons between the carbonyls are 
replaced with other moieties. Such things are not technically "succinamates". It is therefore 
unclear how much substitution is allowed for the moiety to fall within the scope of the instantly 
claimed "succinamates" given the broad use of this term in the instant specification without any 
specific definition or limitations on this term. 

B. The instant claim 1 1 is directed to two statutory classes of invention dependent from 
claim 1, which is another distinct invention. It is unclear which statutory class of invention is 
intended since a claim by definition is limited to a single invention. It is further unclear how 
claim 1 1 further limits claim 1 since it adds statutory classes of inventions rather than limiting 
claim 1 . 

3. Claim 1 1 is objected to under 37 CFR 1 .75(c), as being of improper dependent form 
for failing to further limit the subject matter of a previous claim. Applicant is required to cancel 
the claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. 

A. Claim 1 1 does not further limit claim 1 as required by rule. It merely adds statutory 
classes of invention to the claimed invention. 
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4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 1-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over US Pat. 
No. 5938830 Kuo et al. in combination with WO 03/008510 as translated by US Pat. No. 
7285592 Harz et al. 

Kuo et al. discloses an aqueous colorant composition containing the instantly claimed 
amounts of the instantly claimed components A, B, and H but does not disclose the instantly 
claimed component C. See the abstract particularly noting "A variety of pigments, 
dispersants..."; column 1, lines 13-63, particularly 45-63; column 3, lines 5-67, particularly 24- 
67, which falls within the scope of the instantly claimed component B; column 4, lines 1-67, 
particularly 1-18, 25 et seq; column 5, lines 45-67, particularly 48-53, which is the amount of the 
instantly claimed component B; column 6, lines 1-67, particularly 20-25, 26-43, 44-46, which 
falls within the scope of the instantly claimed component E and its amount, lines 48-67, more 
particularly 48-50, which encompasses the instantly claimed component C, and 65-67, which 
falls within the scope of the amount of the instantly claimed component C; column 7, lines 1-67, 
particularly 1-15; column 8, lines 1-67, particularly 65 which shows the water to be deionized 
and to be used in the instantly claimed amounts as are the pigments; and the remainder of the 
document. It would have been obvious to one of ordinary skill in the art at the time of the 
instantly claimed invention to use the instantly claimed amount of component C in the 
compositions of Kuo et al. containing the instantly claimed amounts of the remaining 
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components encompassed by Kuo and the instant claims and the amounts thereof because Kuo 
encompasses mixtures of dispersants in the sections discussed above and the ordinary skilled 
artisan would have expected the benefits of the combinations and amounts of surfactants of Kuo 
coupled with the benefits of the surfactants of Harz et al. in the final compositions. See Harz et 
al, abstract, which falls within the scope of the instantly claimed component C; column 1, lines 
1-67; column 2, lines 1-12; column 3, lines 5-30; column 4, lines 7-21, 46-65; and the remainder 
of the document. 

Alternatively, it would have been obvious to one of ordinary skill in the art at the time of the 
instantly claimed invention to use the instantly claimed amount of component B in the 
compositions of Harz et al. containing the instantly claimed amounts of the remaining 
components encompassed by Harz and the instant claims and the amounts thereof because Harz 
encompasses mixtures of dispersants in the sections discussed above and the ordinary skilled 
artisan would have expected the benefits of the combinations and amounts of surfactants of Harz 
coupled with the benefits of the succinamates of Kuo et al. in the final compositions. 

There is no probative evidence that any additional components of the prior art colorant 
dispersions are excluded by "consisting essentially of, particularly that they materially affect the 
basic and novel characteristics of the composition and that they are not encompassed by the 
broad language of the instant claims such as components F and G. The claims are therefore 
interpreted as encompassing any additional component that might be required of the prior art. 

The instant claim 3 continues to encompass 0% since the claim does not otherwise modify the 
amount of claim 1 . 
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It would have been obvious to one of ordinary skill in the art at the time of the instantly 
claimed invention to use the above discussed compositions in the form of the sets of the instant 
claims 12-17 because that is the commercially accepted means of supplying such inkjet inks of 
the cited prior art, as is well known and implied by Kuo, column 1, lines 16-19. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patrick D. Niland whose telephone number is 571-272-1 121. The 
examiner can normally be reached on Monday to Thursday from 10 to 5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu, can be reached on 571-272-1 1 14. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Patrick D Niland/ 
Primary Examiner 
Art Unit 1796 



